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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe final rejection
of clains 2 and 3, all the clainms currently pending in the
application. An anendnent to the specification filed
subsequent to the final rejection has been entered.

Appel l ants’ invention pertains to an apparatus for
regulating the flow of articles froman upstreamwork station
to a downstream work station, and is said to be an inprovenent
over appellants’ earlier flow regul ati ng apparatus di scl osed
in US. Patent No. 4,808,057. Cdains 2 and 3, a copy of which
is found in an appendi x to appellants’ nmain brief, define the
appeal ed subject matter.

The references relied upon by the exam ner as evidence of

obvi ousness are:

Chi appe et al. (Chiappe) 4, 808, 057 Feb. 28,
1989

Mur phy et al. (Muirphy) 4,946, 340 Sept. 30, 1988
Moj den et al. (Mjden) 4,979, 870 May 18, 1988

Clains 2 and 3 stand rejected under 35 U S.C. § 112,

second paragraph, “as being indefinite for failing to
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particularly point out and distinctly claimthe subject matter

whi ch applicant regards as the invention” (answer, page 3).

Clains 2 and 3 stand further rejected under 35 U S.C. 8§
103 as bei ng unpat ent abl e over Chiappe in view of Mirphy and
Moj den.

The rejections are explained in the exam ner’s answer
(Paper No. 40).

The opposi ng vi ewpoi nts of appellants are set forth in
the main brief (Paper No. 39) and the reply brief (Paper No.

42).

The 35 U.S. C. § 103 Rejection
Considering first the standing 8 103 rejection, for
reasons stated infra in our treatnent of the exam ner’s
rejection of the appealed clains under 35 U S.C. § 112, second
par agr aph, we have encountered considerable difficulty
under st andi ng the neaning of certain term nol ogy appearing in
appealed claim2. Normally a claimwhich fails to conply with

the second paragraph of 8 112 will not be anal yzed as to
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whether it is patentable over the prior art since to do so
woul d of necessity require speculation with regard to the
net es and bounds of the clainmed subject matter. See In re
Steel e, 305 F.2d 859, 862, 134 USPQ 292, 295 (CCPA 1962) and
In re Wlson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 (CCPA
1970). Nevertheless, in the case of claim2, we are of the
opi nion that the examner’s 8 103 rejection cannot be
sust ai ned based on those portions of the claimthat are
under st andable. Specifically, appealed claim?2 at |ines 28-
382 calls for

at | east one pallet feeding assenbly
including a vertically extendi ng el evator
shaft perpendicularly intersecting the
transfer station at a said storage
pl acenent and retrieval area, said pallet
feedi ng assenbly further including an enpty
pal | et staging area and a filled pallet
staging area, each of said staging areas
extending normally to the el evator shaft in
spaced vertical relation to each other

[ Enphasi s added. ]

This arrangenent is shown, for exanple, in appellants’ Figures

2 All references herein to |ine nunbers for the appealed clains are
with respect to the clainms as they appear in the appendix to appellants’
mai n brief.
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4 and 5, wherein in the center of each figure there is shown a
vertical elevator shaft, and to the right thereof a pall et
staging area conprising an upper storage area for enpty
pal l ets overlying a |l ower storage area for filled pallets.

Chi appe, the examiner’s prinmary reference, is appellants’
prior art junping off point. Wth reference to Figure 1,
Chi appe operates generally in the sane manner as appellants’
cl ai ned apparatus in the sense that when the output flow of
articles fromupstreamwork stations 14-22 matches the demand
for articles by downstream work stations 34a-34c, regul ating
apparatus 46 sinply noves articles frominbound | anes 26a,
26b, etc. to outbound | anes 30a, 30b, etc. However, when the
output flow of articles fromthe upstream work stations does
not match the demand for articles by the downstream work
stations, regulating apparatus functions to either (a) add
extra articles to the flow of articles, as when downstream
demand excesses upstream supply, or (b) renpve extra articles

fromthe flow, as when downstream demand is | ess than upstream

suppl y.
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Looki ng now at Figures 6 and 7 of Chiappe, groups of
articles to be either added to or renoved fromthe flow of
articles are stored in trays 64. In particular, enpty trays
are stored to the right of the inbound and outbound | anes in
enpty tray magazine 50 and filled trays are stored to the left
of the inbound and outbound lanes in filled tray nagazi ne 52.
Articles are | oaded onto or renoved froma tray 64 in deposit
and retrieval area 51 by neans of a transfer head. Wen there
is a need to add articles to the flow and a tray 64 in area 51
beconmes enpty, it is noved to the right by a conveyor to
magazi ne 50 and replaced by a filled tray from magazi ne 52.
Conversely, when there is a need to renove articles fromthe
flow and a tray 64 in area 51 becones filled, it is noved to
the left by the conveyor to magazi ne 52 and replaced by an
enpty tray fromnagazine 50. As is readily apparent from an
i nspection of Figure 6, the enpty tray storage nmagazi ne 50 and
the filled tray storage magazi ne 52 are not spaced in vertica
relation to each ot her

Murphy is directed to a parts unl oadi ng apparatus. A

pallet of trays filled with articles enters the apparatus on
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i nfeed conveyor 50 and is elevated by scissors lift 36 to an
unl oadi ng station where the topnost tray is unloaded. The
unl oaded tray is then conveyed to an adjacent scissors |ift 38
where it is tenporarily stored. Thereafter, the next tray on
the scissors lift 36 is elevated to the unloading station for
unl oading. As the process is repeated, filled trays are
unl oaded and trans-ferred fromlift 36 to |ift 38.
Eventual ly, scissors |ift 38 is lowered and a pallet of enpty
trays | eaves the apparatus via outfeed conveyor 60 for
recycling. As is apparent froma review of Figure 2, the
storage areas for filled and enpty trays defined in part by
scissors lifts 36 and 38 are not in spaced vertical relation
to each other

Moj den pertains to an apparatus for regulating the flow
of articles froman upstreamwork station to a downstream work
station. Wth reference to Figures 1 and 2, each and every
one of the inbound articles fromwork station 25 is unl oaded
frominbound | anes onto trays 55, which trays when filled are
transferred fromenpty tray stack table 60 to filled tray

stack table 62. The stacks of filled trays are then conveyed
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either directly by conveyor 40 to a simlar unloading station
on the opposite side of the apparatus for unloading articles
onto out bound | anes, or to a storage area 41 to be held for
use later as desired. As can be seen in Figure 2, storage
areas defined in part by the enpty tray stacking table 60 and
the filled tray stacking table 62 are not in spaced vertica
relation to each ot her

In rejecting claim2, the exam ner has taken the position
on page 4 of the answer that it would have been obvious “[t]o
nodi fy the apparatus of Chiappe et al so as to provi de neans
to feed a pallet full of trays to the elevator area” in view
of Murphy, and “[t]o nodify the apparatus of Chiappe et al so
as to nove the transfer head, as clainmed” in view of M)jden.
However, even if it would have been obvious to one of ordinary
skill in the art to nodify Chiappe in the manner proposed by
the examner in light of the teachings of the secondary
references, a prima facie case of obvi ousness woul d not ensue.
This is so because none of the applied references discloses,
suggests or inplies an enpty pallet staging area and a filled

pal | et staging area, each extending normally to the el evator
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shaft in spaced vertical relation to each other, as called for
inclaim2. On this basis alone the standing 8 103 rejection
of claim 2 cannot be sustai ned.

As to the standing 8 103 rejection of claim3, for
reasons stated infra in our treatnent of the exam ner’s
rejection of the appealed clainms under 35 U.S.C. § 112, second
par agraph, we al so have encountered considerable difficulty
under st andi ng the neaning of certain term nol ogy appearing in
appealed claim3. However, in this instance, we do not
understand the netes and bounds of the claimed subject nmatter
sufficiently to be able to address the nerits of the
examner’s 8 103 rejection. VWhile we mght speculate as to
what is neant by the claimlanguage, our uncertainty provides
us with no proper basis for making the conparison between that
which is claimed and the prior art, as we are obligated to do.
Rej ections based on 35 U.S.C. §8 103 should not be based upon
“consi derabl e specul ation as to the nmeaning of the terns

enpl oyed and assunptions as to the scope of the clainms.” In
re Steele, supra. Wen no reasonably definite neaning can be

ascribed to certain terns in a claim the subject matter does
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not become obvious, but rather the claimbecones indefinite.
In re Wlson, supra. Accordingly, we are constrained to
reverse the examner’s rejection of claim3 under 35 U S.C. §
103 on procedural grounds. W hasten to add that this
reversal is not based upon any evaluation of the nerits of the
rejection. W take no position as to the pertinence of the

prior art as applied by the exam ner against claim 3.

The 35 U.S.C. § 112, Second Paragraph, Rejection

W agree with the examner’s bottomline determ nation
that clainms 2 and 3 do not conply with the second paragraph of
35 US.C 8§ 112. However, our reasons for so concl uding
differ substantially fromthose expressed by the exam ner in
the answer. Accordingly, we will affirmthe decision of the
exam ner rejecting clains 2 and 3 under 35 U S.C. § 112,
second paragraph, but because of the altered thrust of our
rationale in so doing, we will denom nate said affirmance a
new ground of rejection pursuant to our authority under 37 CFR
8§ 1.196(b) in order to allow appellants a fair opportunity to

response thereto.

10
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Looking first at the exam ner’s reasons for rejecting
clains 2 and 3 under the second paragraph of 8§ 112, we do not
agree with the exam ner that the clains are indefinite because

no functi onal

| anguage i s associated with the term “storage contai ner neans”
appearing in lines 24-25 of claim2 and Iine 15 of claim 3.

W are aware of no authority, and the exam ner has cited none,
that requires a function to be directly tied to the word
“means” when the word “nmeans” is used to claiman elenent of a
claim or that the failure to link a function with the word
“means” violates the second paragraph of 8§ 112.°® As to the
exam ner’s contention that claim3 is indefinite because there
IS no proper antecedent basis for the recitation in |line 35 of
“the same plane,” for reasons explained infra we al so have
encountered difficulty in understanding the nmeaning of this

term however, our difficulty does not stemfromthat terms

3 However, nmere incantation of the word “nmeans” in a clause reciting
predoni nately structure does not evoke the sixth paragraph of 35 U S.C. § 112.
See York Prods. Inc. v. Central Tractor Farm & Family Center, 99 F.3d 1568,
1574, 40 USPQ2d 1619, 1623 (Fed. Cir 1996).

11
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| ack of a strict antecedent. Finally, as to the exam ner’s
contention that lines 9 and 37 of claim3 are confusing,
appel | ants have not disputed the exam ner’s position in this
regard. Rather, appellants nerely state on page 1 of the
reply brief that typographical errors appear in these lines,
and that correction thereof would render the neaning of the
claimclear. Since appellants have not disputed the

exam ner’s position with respect to lines 9 and 37, we w ||
summarily sustain the exam ner’s position that the nmeani ng of
lines 9 and 37 in claim3 is not clear.

W now turn our attention to our own difficulties in
under standing the neaning of clains 2 and 3. Consi deri ng
first claim2, lines 19-23 set forth “article group transfer
nmeans

for advancenment downstreani and |ines 23-28 set forth
“means for transferring . . . to said outbound accunul at or
nmeans.” In that the disclosed reciprocating transfer head 24
appears to performboth the function called for in the
“article group transfer neans” limtation and the function

called for in the “neans for transferring” limtation, it is

12



Appeal No. 97-1754
Application 08/462, 133

not clear whether these “neans” limtations are directed to
different structures or to the same structure. Second, it
appears that the term “storage contai ner neans” in |ines 24-25
and the term“storage trays” in line 36 refer to the sane

el enent. Likewi se, it appears that the “storage area” of |ine
24 and the “group-receiving storage areas” of line 37-38 refer
to the sanme storage areas. |If true, the use of nultiple terns
for the sane elenments is confusing and needl essly obscures the
nmetes and bounds of the claim On the other hand, if these
terms do not refer to the sane el enents, the neaning of the
claimis not clear. Third, in line 40, “the el evator shaft
area” |l acks a proper antecedent and it is not clear what this
termrefers to.

Turning to claim3, lines 10-13 set forth “article group
transfer nmeans . . . for advancenment downstreani and |ines 13-
18 set forth “neans for transferring . . . downstream bound
articles are accunulating.” 1In that the disclosed
reci procating transfer head 24 appears to perform both the
function called for in the “article group transfer neans”

l[imtation and the function called for in the “neans for

13
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transferring” limtation, it is not clear whether these
“means” are directed to different structures or to the sane
structure. Second, “said area in which said articles are to
be accunul ated for advancenent downstreani (lines 12-13) and
“sai d i nbound accumul ati ng area” (lines 14-15) each | acks a
proper antecedent and it is not clear what these terns refer
to. Caim3is replete with additional terns that |ack a
proper antecedent. See, for exanple, “said inbound

accumul ator neans” (lines 32-33), “said outbound accunul at or
nmeans” (line 33), and “said article group receptacle areas”
(line 34). Also, it is not clear whether “said transfer
nmeans” (line 20 and lines 33-34) refers to the “article group

transfer neans . of lines

10-13, or to the “neans for transferring . of |lines 13-
18. In short, the lack of proper antecedent for nunerous
terms in claim3 is confusing and needl essly obscures the

met es and bounds thereof.* Third, it is not clear what

‘'t is suggested that, in the event of further prosecution, the clains
be checked for consistency of term nol ogy.

14
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constitutes the “length dinmension” of the inbound accunul at or
means, the outbound accunul ator neans, the transfer nmeans, and
the article group receptacle areas, nor what constitutes “the
sane plane” in which these elenents “extend[] generally in,”
as called for in lines 32-35. Also, it not clear how these
el ements extend “generally parallel to each other” and
“general ly perpendicular with respect to” the transfer axis of
the group transfer neans, as called for in |ines 36-39.

In light of the foregoing, we will affirmthe exam ner’s
decision rejecting clains 2 and 3 for failing to conply with
t he second paragraph of 35 U S.C. § 112, with the proviso that
our affirmance constitutes a new ground of rejection pursuant
to

37 CFR § 1.196(b).

15
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Sunmary

The rejection of clains 2 and 3 under 35 U S.C. 8§ 103 is
reversed on the nerits with respect to claim2 and on
procedural ground with respect to claim 3.

The rejection of clainms 2 and 3 under 35 U S.C. § 112,
second paragraph, is affirmed, our affirmance being
denom nated a new ground of rejection pursuant to 37 CFR 8§
1.196(b).

Since at | east one rejection of each of the appeal ed
clai ms has been affirned, the decision of the examner finally
rejecting clainms 2 and 3 is affirned.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (CQct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8 1.196(b) al so provides that appellants WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

16
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the following two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected cl ai ns:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record.

No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

8§ 1.136(a).
AFFI RVED; 37 CFR 8 1.196(Db)
CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )
)
|
LAVWRENCE J. STAAB ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
JENNI FER BAHR )
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LJS/ cam
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